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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1 )El Responsive to communication(s) filed on 28 January 2004 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) D Claim(s) is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-50 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or(f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Drawings 


1 . The drawings are objected to because proper legends were missing. A proposed drawing 
correction or corrected drawings are required in reply to the Office action to avoid abandonment 
of the application. The objection to the drawings will not be held in abeyance. 


The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 


2. Claims 1, 7, 9, 12, 13, 15, 17, 19-21, 23-33, 35-38, 40-46, 48-50 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Shaffer et al (US: 6381324), and in view of 
Applebaum et al (US: 6463413). 

For claims 1, 9, 29, 36, 45, 46, 48, 49 regarding a first application unit operable to host 


Claim Rejections - 35 USC § 103 


the telephone network-based system, Shaffer et al teach on item 213 Fig. 2 call processing 
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center. The call processing center of Shaffer et al is the claimed telephone network-based system 
There must be an application (the claimed first application) to host the telephone network-based 
system. 

Regarding "a second address book", Shaffer et al teach on item 202 Fig. 2 calling 

location A. There must be an application (the claimed second application) to present the user (by 
computer or FAX or telephone of item 202) with contact information. Shaffer et al teach on Fig. 
2 CTI network (claimed "electronic communications network"). 

Regarding "a voice response application unit", Shaffer et al teach on item 214 Fig. 2 


Shaffer et al failed to teach "a recognition server convert to a text form". However, 

Applebaum et al teach on column 3 line 16-17 "alphanumeric text for the spoken name provided 
by the speech recognizer". 

Regarding "the text form of the new contact name forms part of the user-initiated call", 
Shaffer et al teach on Abstract - connect the caller (reads on claimed "name forms part of the 
user-initiated call") by using the input (spoken name) received by the VRU and recognized by 
the voice recognition. 

Regarding "a storage unit recognition server, Shaffer et al teach on Column 21 Line 

1 1 a directory assistance type of application. There must be a storage unit to store the directory 
information. The directory information is textual information for visual display (by computer or 
FAX or telephone of item 202 Fig. 2) 

Shaffer et al failed to teach "a comparison textual directory". However, Applebaum et 

al teach on column 3 line 12-14 the speech recognizer (claimed "comparison unit") retrieves the 


VRU. 
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alphanumeric text (including either alphabetical text or numerical text) for the word that matches 
(reads on the claimed "comparison") the input speech data. 

Shaffer et al failed to teach "a textual directory contact name". However, Applebaum 

et al teach on column 3 line 15-17 application (claimed "textual directory unit") locates the 
contact data based on the text form of name. 

Regarding "the selected contact data is inserted into the personal address book associated 
with the user", Shaffer et al also teach on Column 14 Line 46 the captured telephone number and 
. . . .that updates the master table. The "update" of Shaffer is the claimed "inserted". The master 
table of Shaffer et al is the claimed "personal address book". 

It would have been obvious to one skilled at the time the invention was made to modify 

Shaffer et al to have "a recognition server convert to a text form", "a 

comparison textual directory", and "a textual directory contact name" as taught by 

Applebaum et al such that the modified system of Shaffer et al would be able to support the 
recognition server, comparison unit, and textual directory unit to the system users. 

Regarding claim 7, Shaffer et al teach on item 213 Fig. 2 call processing center (the 
claimed application) and item 23 1 Fig. 2 remote database location (the claimed storage unit). 

Regarding claim 12, Shaffer et al teach on item 205 Fig. 2 the calling into the system by 
the user. 
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Regarding claim 13, Shaffer et al teach on item 214 Fig. 2 VRU. It is inherent that the 
VRU must route the call to the system. 

Regarding claim 15, Shaffer et al teach on ABSTRACT "the VRU to speak selected 
retrieved information to the caller". The "speak" of Shaffer et al reads on the claimed 
"vocalized". The "retrieved information" of Shaffer et al is the claimed "number". 

Regarding claim 17, Shaffer et al teach on item 214 Fig. 2 VRU. It is inherent that the 
textual directory must be loaded by the application (item 213 Fig. 2 of Shaffer et al) from the 
storage unit (item 23 1 Fig. 2 of Shaffer et al) to the recognition server in order to be presented to 
the user at item 202 Fig. 2 of Shaffer et al. 

Regarding claim 19, Shaffer et al teach on ABSTRACT "needs to be verified by the 
caller. The "to be verified by the caller" is the claimed "user to approve". It is inherent that the 
user must approve the name when verifying the retrieved information (telephone number of 
Shaffer et al; see Column 24 Line 10) that associates with the name. 

Regarding claim 20, Shaffer et al teach on item 207 Fig. 202 computer. It is inherent that 
the user must approve textual data when the retrieved information is presented to the user on the 
computer. 

Regarding claim 21, Shaffer et al teach on item 242 Fig. 2 Internet Server. 
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Regarding claim 23, Shaffer et al teach on Column 21 Line 1 1 a directory assistance type 
of application. It is inherent that there must be a directory server. 

Regarding claim 24, it is inherent that the textual directory of Shaffer's system is a 
(computer) file. 

Regarding claim 25, Shaffer et al teach on item 23 1 Fig. 2 database. It is inherent that the 
database of Shaffer et al is the claimed virtual memory source. 

Regarding claim 26, Shaffer et al teach on item 231 Fig. 2 database. It is inherent that the 
database is the claimed management system. 

Regarding claim 27, Shaffer et al teach on Column 21 Line determine the telephone 
number(s) for that address and the other individuals living at that address. It is inherent that the 
names of other individuals must be transferred by the system from the storage unit to ASR as a 
transcription. 

Regarding claim 28, Shaffer et al teach on Column 12 Line 28 connects the caller to the 
closest servicing location or the one selected by the caller. It is inherent that there must be at 
least two versions of matching name found to be selected by the user. 
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Regarding claims 30 and 41, Shaffer et al teach on Column 21 Line 1 1 other individuals. 
The other individuals of Shaffer et al is the claimed "contact's name". It is inherent that the 
contact name is a pronunciation when the VRU is used to present the retrieved information. 

Regarding claims 31 and 37, Shaffer et al teach on Column 55 Line 46 capturing the first 
party identifier comprises capturing information from a voice recognition unit. The voice 
recognition unit of Shaffer et al is the claimed speech recognizer. The "first party identifier" of 
Shaffer et al is the claimed "recorded pronunciation". 

Regarding claims 32 and 42, Shaffer et al teach on Column 21 Line 10 determine the 
telephone number(s). 

Regarding claims 33, 38, and 43, it is inherent that the name retrieved from the database 
(the claimed text name) must be processed by the speech recognizer (Column 55 Line 46) before 
it can be presented to the user at item 205 Fig. 2 of Shaffer et al 

Regarding claims 35 and 40, Shaffer et al teach on item 840 Fig. 18C "compare 
MT_REC_PHONE to DPU_LIST(l)_PHONE". The "compare" of Shaffer et al is the claimed 
"verify". The MT_REC_PHONE of Shaffer et al is the claimed "stored selected entry". The 
"DPU_LIST(l)_PHONE" is the claimed "new contact". 

Regarding claim 44, all rejections as stated in claims 9, 10, 16 above apply. 
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Regarding claim 50, Shaffer et al teach on item 242 Fig. 3 "internet server". 

3. Claims 2-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shaffer et al 
and Applebaum et al as applied to claim 1 above, and in view of S. Shaffer et al (US-PAT-NO: 
5,950,165; herein referred as S_Shaffer). 

Regarding claim 2, Shaffer et al and Applebaum et al failed to teach said application unit, 
said voice response unit, said recognition unit and said persistence storage unit are each hosted 
on different physical units. However, S_Shaffer et al teach on Fig. 1 application unit (item 102 
Fig. 1 of S_Shaffer et al), voice response unit, recognition unit, and storage unit (item 106 Fig. 2 
of S_Shaffer) are hosted on different physical units. It would have been obvious to one skilled at 
the time the invention was made to modify Shaffer et al and Applebaum et al to have said 
application unit, said voice response unit, said recognition unit and said persistence storage unit 
are each hosted on different physical units as taught by S_Shaffer et al such that the modified 
system of Shaffer et al and Applebaum et al would be able to support the different physical units 
to the system users. 

Regarding claim 3, Shaffer et al and Applebaum et al failed to teach said application unit, 
said voice response unit, said recognition unit and said persistence storage unit are each hosted 
on the same physical units. However, S_Shaffer et al teach on Fig. 1 the said application unit, 
said voice response unit, said recognition unit and said persistence storage unit are each hosted 
on the same physical units (item 100 Fig. 1 of S_Shaffer). It would have been obvious to one 
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skilled at the time the invention was made to modify Shaffer et al and Applebaum et al to have 
said application unit, said voice response unit, said recognition unit and said persistence storage 
unit are each hosted on the same physical units as taught by S_Shaffer et al such that the 
modified system of Shaffer et al and Applebaum et al would be able to support the same physical 
units to the system users. 

Regarding claim 4, Shaffer et al and Applebaum et al failed to teach two of the group 
comprising the said application unit, said voice response unit, said recognition unit and said 
persistence storage unit are hosted on different physical units. However, S_Shaffer et al teach on 
Fig. 1 the said application unit, said voice response unit, said recognition unit and said 
persistence storage unit are hosted on different physical units, it is inherent that the 
configurations of Fig. 1 of S_Shaffer et al can be duplicated for a second group as described by 
Fig. 2 A of the disclosed specification. The second group of S_Shaffer 5 s system reads the claimed 
"two of the group". It would have been obvious to one skilled at the time the invention was made 
to modify Shaffer et al and Applebaum et al to have two of the group comprising the said 
application unit, said voice response unit, said recognition unit and said persistence storage unit 
are hosted on different physical units as taught by S_Shaffer et al such that the modified system 
of Shaffer et al and Applebaum et al would be able to support the two of the group units to the 
system users. 

Regarding claim 5, Shaffer et al and Applebaum et al failed to teach three of the group 
comprising the said application unit, said voice response unit, said recognition unit and said 
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persistence storage unit are hosted on different physical units. However, S_Shaffer et al teach on 
Fig. 1 the said application unit, said voice response unit, said recognition unit and said 
persistence storage unit are hosted on different physical units. It is inherent that the 
configurations of Fig. 1 of S_Shaffer et al can be duplicated for a third group as described by Fig. 
2 A of the disclosed specification. The third group of SJShaffer's system reads the claimed "two 
of the group". It would have been obvious to one skilled at the time the invention was made to 
modify Shaffer et al and Applebaum et al to have three of the group comprising the said 
application unit, said voice response unit, said recognition unit and said persistence storage unit 
are hosted on different physical units as taught by S_Shaffer et al such that the modified system 
of Shaffer et al and Applebaum et al would be able to support the three of the group units to the 
system users. 

4. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaffer et al and 
Applebaum et al as applied to claim 1 above, and in view of Skladman et al (US-PAT-NO: 
6,438,215). Shaffer et al and Applebaum et al failed to teach a firewall. However, Skladman et al 
teach on item 71 Fig. la firewall server. It would have been obvious to one skilled at the time the 
invention was made to modify Shaffer et al and Applebaum et al to have a firewall as taught by 
Skladman et al such that the modified system of Shaffer et al and Applebaum et al would be able 
to support the firewall to the system users. 

5. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaffer et al and 
Applebaum et al as applied to claim 1 above, and in view of Porter (US-PAT-NO: 6,282,270). 
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Shaffer et al and Applebaum et al failed to teach telephone network is comprised of at least one 
element each from the group including El components, Tl components, voice over Internet 
protocol components and any other telephony connection. However, Porter teaches on Column 4 
Line 43 Tl or El digital trunk. It would have been obvious to one skilled at the time the 
invention was made to modify Shaffer et al and Applebaum et al to have telephone network is 
comprised of at least one element each from the group including El components, Tl 
components, voice over Internet protocol components and any other telephony connection as 
taught by Porter such that the modified system of Shaffer et al and Applebaum et al would be 
able to support the Tl and El to the system users. 

6. Claims 10, 1 1, 16, 47 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shaffer et al and Applebaum et al as applied to claim 1 above, and in view of Cheston et al (US- 
PAT-NO: 6,330,308). 

Regarding claim 10, Shaffer et al and Applebaum et al failed to teach recording of the 
pronunciation comprises recording of the name and the number of the new contact. However, 
Cheston et al teach on Column 3 Line 63 the PED provides subscribers the ability to store names 
and numbers through audio signals which are preferably the subscriber's voice. The "store" of 
Cheston et al is the claimed "recording". It would have been obvious to one skilled at the time 
the invention was made to modify Shaffer et al and Applebaum et al to have recording of the 
pronunciation comprises recording of the name and the number of the new contact as taught by 
Cheston et al such that the modified system of Shaffer et al and Applebaum et al would be able 
to support the recording of name and number to the system users. 
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Regarding claim 1 1, the modified Shaffer's system in view of Applebaum et al and 
Cheston as stated in claim 10 above further failed to teach obtaining is from said recording of 
said pronunciation of said number. However, Cheston et al teach on Column 4 Line 3 the 
subscriber then may access his PED remotely from any DTMF telephone and have a requested 
name and number. The "access" of Cheston is the claimed "obtaining". It would have been 
obvious to one skilled at the time the invention was made to modify Shaffer et al, Applebaum et 
al and Cheston et al to have obtaining is from said recording of said pronunciation of said 
number as taught by Cheston et al such that the modified system of Shaffer et al, Applebaum et 
al and Cheston would be able to support the obtaining from said recording to the system users. 

Regarding claim 16, Shaffer et al and Applebaum et al failed to teach the converting of 
said name and telephone number from speech to text form by said recognition server. However, 
Cheston et al teach on Column 3 Line 66 the PED subscriber accesses a voice response unit 
(VRU), and adds an entry by speaking the first four letters of the name to be stored followed by 
speaking the full name. It is inherent that the VRU must convert the name and telephone number 
from speech to text form. It would have been obvious to one skilled at the time the invention was 
made to modify Shaffer et al and Applebaum et al to have the converting of said name and 
telephone number from speech to text form by said recognition server as taught by Cheston et al 
such that the modified system of Shaffer et al and Applebaum et al would be able to support the 
converting to the system users. 
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Regarding claim 47, all rejections as stated in claims 1 1 and 12 above apply. 

7. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaffer et al as 
applied to claim 9 above, and in view of Applebaum et al and S. Shaffer et al (US-PAT-NO: 
5,950,165). Shaffer et al and Applebaum et al failed to teach obtaining is from a Web-based 
device coupled to the system, wherein said coupling is to a recognition server via an application 
unit. However, S_Shaffer et al teach on item 502 Fig. 5 computer system. The computer system 
of S_Shaffer et al is the claimed Web-based device. S_Shaffer et al also teach on items 518 and 
508 of Fig. 5 voice recognition and application. It is inherent that the VRU must convert the 
name and telephone number from speech to text form. It would have been obvious to one skilled 
at the time the invention was made to modify Shaffer et al and Applebaum et al to have obtaining 
is from a Web-based device coupled to the system, wherein said coupling is to a recognition 
server via an application unit as taught by S_Shaffer et al such that the modified system of 
Shaffer et al and Applebaum et al would be able to support the Web-based device to the system 
users. 

8. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaffer et al as 
applied to claim 9 above, and in view of Applebaum et al and Swan et al (US-PAT-NO: 
6,351,222). Shaffer et al and Applebaum et al failed to teach training said ASR based on said 
associated textual data. However, Swan et al teach on Column 1 Line 45 train the voice 
recognition software. The voice recognition software of Swan et al is the claimed ASR. It is 
inherent that textual data must be generated (as described by applicant's specification line 10-14 


Application/Control Number: 09/774,088 Page 14 

. Art Unit: 2645 

page 7) for training. It would have been obvious to one skilled at the time the invention was 
made to modify Shaffer et al and Applebaum et al to have the training said ASR based on said 
associated textual data as taught by Swan et al such that the modified system of Shaffer et al and 
Applebaum et al would be able to support the training to the system users. 

9. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaffer et al as 
applied to claim 9 above, and in view of Applebaum et al and Dauerer et al (US-PAT-NO: 
6,31 1,177). Shaffer et al and Applebaum et al failed to teach the source of said at least one 
textual directory is an intranet. However, Dauerer et al teach on Column 1 Line 56 ability to 
access directories or databases. The directories or databases of Dauerer is the claimed textual 
directory. Dauerer et al also teach on Column 2 Line 2 an intranet. It would.have been obvious to 
one skilled at the time the invention was made to modify Shaffer et al and Applebaum et al to 
have the source of said at least one textual directory is an intranet as taught by Dauerer et al such 
that the modified system of Shaffer et al and Applebaum et al would be able to support the 
intranet to the system users. 

10. Claims 34 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shaffer 
et al as applied to claim 33 above, and in view of Applebaum et al and Vysotsky et al (US-PAT- 
NO: 5,719,921). Shaffer et al and Applebaum et al failed to teach the selected entry is selected 
based on a match between the recorded pronunciation and the text name in the selected entry. 
However, Vysotsky et al teach on Column 10 Line 37 the customer is played a confirmation 
message .... the recording of the name associated in the database to identify the name John in 
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the received speech. The "name ... in the received speech" of Vysotsky is the claimed "recorded 
pronunciation". It is inherent that the "recording of the name associated in the database" must be 
the claimed text name when the name is stored in the database. It would have been obvious to 
one skilled at the time the invention was made to modify Shaffer et al and Applebaum et al to 
have the selected entry is selected based on a match between the recorded pronunciation and the 
text name in the selected entry as taught by Vysotsky et al such that the modified system of 
Shaffer et al and Applebaum et al would be able to support the match between recorded 
pronunciation and the text name to the system users. 


1 1 . Applicant's arguments filed on 1/28/04 have been fully considered but they are not 
persuasive. 

i) Applicant argues, on page 15, regarding "the claimed invention seeks information other 
than the 'name' and the name acts as a filter". The "name acts as a filter" is not a 
claimed limitation and the argument is beyond the scope of the claimed limitations. 


Response to Arguments 
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ii) Applicant argues, on page 16, regarding "searches an electronic communications 
network" (new amendments for certain claims). Rejections relative to this argument 
have been stated above. 

iii) Applicant argues, on page 17, regarding motivation. Shaffer et al teach a voice 
response unit but fail to teach a voice recognition unit. It is a perfect motivation to 
modify Shaffer et al in view of Applebaum et al so that the system of Shaffer et al will 
not only provide voice response but also provide voice recognition. 


12. The prior art made of record and not replied upon is considered pertinent to applicant's 
disclosure. 

• Dauerer et al (US: 63 1 1 177) teach accessing databases when viewing text on the web. 

13. Any inquiry concerning this application and office action should be directed to the 
examiner Ming Chow whose telephone number is (703) 305-4817. The examiner can normally 
be reached on Monday through Friday from 8:30 am to 5 pm. If attempts to reach the examiner 
by telephone are unsuccessful, the examiner's supervisor, Fan Tsang, can be reached on (703) 
305-4895. Any inquiry of a general mature or relating to the status of this application or 


Conclusion 
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proceeding should be directed to the Customer Service whose telephone number is (703) 306- 
0377. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Or faxed to Central FAX Number 703-872-9306. 

Patent Examiner 
Art Unit 2645 


Ming Chow 




FAMTSANG 


